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REASONS FOR THE REQUEST 

In the Office Action of July 13, 2005 pending claims 1-25 and 27-39 were finally 
rejected as being rendered obvious under 35 U.S.C. § 103 by the combination of Takagi 
(U.S. Patent No. 5,489,893), Lee (U.S. Patent No. 5,635,984) and Kutcha (U.S. Patent 
No. 5,164,831) - also considering Kagle (U.S. Patent No. 6,148,149) and Higgins (U.S. 
Patent No. 5,835,627) - or by the combination of Takeda (U.S. Patent No. 5,343,560) 
and Kagle. 

In response it is respectfully submitted that obviousness cannot be established by 
combining the prior art to produce the claimed invention absent some teaching or 
suggestion supporting the combination. Still further, the mere fact that the prior art may 
be modified in the manner suggested does not make the modification obvious unless the 
prior art suggested the desirability of the modification. 

With respect to the rejection of claims 1-24 and 28-39, it is respectfully submitted 
that the reconstruction of Tagaki in view of Lee and/or the reconstruction of Takagi/Lee 
in view of Kutcha that has been advanced in the rejection of these claims is unduly 
speculative. As such, it is submitted that it is apparent that the only suggestion for 
combining Takagki, Lee, and Kutcha (as well as Kagle and/or Higgens) in the manner 
asserted in the rejection stems from hindsight knowledge impermissibly derived from the 
subject application. 

It is respectfully submitted that none of the references cited expresses any 
appreciation of the space saving advantages attributable to the invention set forth in the 
claims, (see Response filed on December 7, 2004, pg. 13). Takagi, which is directed to 
the problems associated with selecting camera image settings, does not disclose, teach, or 
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suggest the desirability of maximizing usable image storage capacity. That Takagi fails 
to disclose, teach, or suggest at least the claimed compressing each of a plurality of 
resultant images and fails to disclose, teach, or suggest the claimed selecting from a 
plurality of compressed, resultant images created for each original image one 
compressed, resultant image which may then be placed into memory has been 
acknowledged in the Office Actions. All Takagi teaches with respect to "selecting" is 
using a plurality of displayed, predicted images to set a camera for taking a photograph. 

As to Lee, Lee discloses a digital camera that addresses the problem of how to 
view more than one image on a display. Lee does not address the problem of how to 
maximize usable image storage capacity. Lee describes using a compression method that 
requires the reading out of image data already stored within memory and then displaying 
the image with predetermined horizontal and vertical lines omitted. Thus, when Lee is 
considered in its entirety, as is required, nothing from Lee can be said to suggest the 
modification of Takagi to arrive at a system that compresses each of a plurality of 
resultant images and which then selects from the plurality of compressed, resultant 
images one compressed, resultant image which is to be thereafter stored to achieve the 
advantages achieved by the invention claimed. Furthermore, since the system of Takagi 
already displays a plurality of images for use in selecting a camera setting, it is not 
evident why a person of ordinary skill in the art would have found it obvious to 
reconstruct Takagi using Lee ("in order to display multiple images on a camera screen") 
when the espoused objective is far more easily accomplished by simply using the camera 
of Takagi in its unmodified state. 
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As to Kutcha, Kutcha discloses "a digital camera that stores images in a format 
that includes both reduced and high resolution versions of an original image" to offer the 
advantage of "quick review of images captured by or stored in the camera prior to further 
processing or selection." Kutcha, by espousing the storage of both thumbnail images and 
original images is clearly not concerned with the objective of maximizing usable image 
storage capacity. It will also be appreciated that Kutcha, when fully and fairly considered 
in its entirety, teaches directly against the system claimed, i.e., one in which images are 
processed prior to compression, selection, and storage to thereby maximize the number 
of usable images capable of being stored in memory. Furthermore, it is not evident why a 
person of ordinary skill in the art would have found it obvious to reconstruct Takagi/Lee 
using Kutcha ("for simultaneously viewing a plurality of images") when the espoused 
objective is far more easily accomplished by simply using the camera of Takagi in its 
unmodified state. Yet further, it is respectfully submitted that the espoused modification 
of Takagi/Lee would impermissibly change the principle of operation of at least Lee, i.e., 
it would change Lee from a system in which original images are required to be stored and 
thereafter compressed at the time of display to a system which requires compressing 
images prior to storage and display. 

From the foregoing it is submitted that the espoused modification of Takagi in 
view of Lee and the espoused modification Takagi/Lee in view of Kutcha cannot be said 
to be supported by the disclosure within these references. Thus, it is respectfully 
submitted that the requirements for establishing a prima facie case of obviousness have 
not been met and the rejection of claims 1-24 and 28-39 must be withdrawn. 
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With respect to the rejection of independent claims 25 and 27, it is submitted that 
Kagle fails to disclose, teach, or suggest that which has been acknowledged in the Office 
Actions to be missing from Takeda. Kagle describes a system in which a digital camera 
includes an orientation sensor and, when a picture is taken, the original picture is 
automatically rotated to correct for camera rotation prior to the picture being stored in the 
camera or the original picture image is stored in the camera as taken along with the 
degree of rotation of the camera to thereby allow the original picture image to be rotated 
to correct for camera rotation when the picture is viewed on a device external to the 
camera. Thus, Kagle, which is only concerned with displaying original images in a 
"landscape orientation," fails to disclose, teach, or suggest the desirability of rotating an 
original image prior to its being compressed and stored on a device and then using a 
program on the same device to subsequently rotate an image, after it is decompressed, so 
that the image can be displayed with the same orientation on the device as the original 
image from which the decompressed image was created as is required by the claims. 

From the foregoing it is respectfully submitted that Kagle fails to provide the 
requisite suggestion to modify Takeda to arrive at the invention claimed. For this reason, 
it is respectfully submitted that a prima facie case of obviousness has not been 
established and the rejection of claims 25 and 27 must be withdrawn. 
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